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AppKcatkm No, 09/7083 1 9 Docket No,: 2585-0480P 

Ai^iHssndsdedJiBis 12.2007 

Reply to Office Action of December! 3. 25)06 

Obviousness can only be established by combining or modifying the teachings of the 
prior art to produce the claimed invention where there is some leaching, suggestion, or 
motivation to do so found either explicitly or implicitly in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art. 'The test for an implicit 
showing is what the combined teachings, knowledge of one of ordinary skill in the art, and the 
nature of the problem to be solved as a whole would have suggested to those of ordinary skill in 
the art." In ?■<- Kotzub. 217 F.3d 1365. 1370, 55 USPQld 1313, 131? (Fed. Cm 2000k See also In 
re Lee, 277 F,3d 1338, 1342-44, 61 CSPQ2d 1430, 1433-34 (Fed. Cir. 2002) (discussing the 
importance of relying on objective evidence and making specific factual findings with respect to 
the motivation to combine references); In re Fine. 837 F.2d 107 L 5 USPQ2d 1596 (Fed. Cir. 
1988); fareJotm, 958 f.2d 347. 21 USPQ2d 1941 (Fed. Cir. 1092). 

't he Supreme Court of the United States has recently held that the teaching, suggestion, 
motivation test is a valid test for obviousness, but one which cannot be too rigidly applied. See 

KSH Im 7 Co v Telcfiex Inc., 550 U.S. 82 USPQ2d 1 385 tU-Sl 2007;. The Supreme Court in 

KSR Im't Co. r. Tekikx, Inc.. ibid, reaffirmed the Graham factors in the determination of 
obviousness under 35 U.S.C, § 103(a), The tour tactual inquiries under Graham are; 

(a) determining the scope and contents of the prior art; 

(hi ascertaining the differences between the prior an and the claims in issue; 

(c) resolving the level of ordinary skid in the pertinent, art; and 

(d } evaluating evidence of secondary consideration . 

Graham v John Deere, 383 U.S. 1, 1 148 USPQ 459. 467 (U.S. 1966}. 
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AiftRrimcmt dated June 12, 2W7 

* ,Vx I s :*.' L\a is nn s ers pent of sitj-nikaree of the sesaks, Mr. *va s vvumura * s .h-Jo^d 
JevUralvn **hc**.s IK tensile Ovualh of the Experiment 1 which *a.is4 ] 3d Pa, .aid o ss 
maeh U-VvO!" f> a s *•* :< MP - of b sample I of the picsent specs tkatb.n. 

A^orJ ss s-.*.x, K*-cd >.-n arp'onents pre\a*ash p-esentej ard incorporated Ik :c:n hp 
\ s <e*i.uw and si«. sUmnsMon -a the ask hwed 3 r CFR ; > I 5 32 Deekuabon of \b. kavvaraiire but 
s- encased hese-ouh. th*. i'\;:;) s lncr is respeeifub> s eque-n.d to 'ccon-dde*' and withdraw the 
outsur s J.* s g e<t\ s i:uuo:-i resect .*** of roc **d uKW-nueh as s vich eeonoenaY -.hou llui iho cnei >*H 
efa*e* s ee < s s x ) ; :nad,t ct vd .<* incurable of amk-padm* an> one of insLssn ^ bases or e-4 o: 
eneo iK c .wo oi id*. Mnk visum eboms 1-4 oiw-ous. doo conionn^n ot the I NPIO to b s c 
contrary must be reconsidered ai present. 

Upon allowance of pending claims 1-2, the Examiner, is also respectfully requested to 
rejoin currently' withdrawn claims 3-4. 

Should the instant reply not result in an allowance of each of instant claims 1-2, the 
Examiner is respectfully requested to contact the undersigned, John W. Baiky (Registry No, 
32.881} in order to schedule an interview at the Examiner's earliest convenience, in order to 
farther claims in the instant case to allowance. Mr. Bailey may be reached at the direct dial 
number of 703-205-803 1 m the Washington, D.C. metropolitan area. 
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